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DETAILED ACTION 



Background 

1. This Non-Final Office Action is responsive to the following 
communications: Pre-Brief Appeal Conference decision (mail dated: 5/21/2008). 

2. Claims 1, 5-8, and 11-12 are pending. Claims 1, and 5 are independent in 

form. 

Response to Amendment 

3. A conference has been held in response to the Pre-Appeal Brief Request 
for Review filed 02/01/2008. The previous Final Action (mail dated: 9/6/2007) is hereby 
withdrawn. Applicant's amendment, request for reconsideration, and accompanying 
arguments, are persuasive and, therefore, the previous prior art rejections under 35 
U.S.C. §102(e) in view of Frederiksen are withdrawn. However, upon further search and 
consideration, new grounds of rejection are made under 35 U.S.C. § 103(a) in view of 
Frederiksen (U.S. Patent Application Publication No. US 2002/0080186 Al) in view of 
Diedrichsen (U.S. Patent No. 5,920,313 A) addressed in detail below. 

Claim Rejections-35 U.S.C. § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of 
this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as 
a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Patent Application Publication No. US 2002/0080186 Al to Frederiksen. 

5. Claims 1, 5-8, and 11-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Frederiksen (U.S. Patent Application Publication No. US 
2002/0080186 Al) in view of Diedrichsen (U.S. Patent No. 5,920,313 A). 

I. Scope of the Prior Art and the Level of Ordinary SkilU 

Frederiksen teaches a portable phone having a display with input means for 
inputting information and instructions, and a control unit controlling the display in 
dependence on the operation of the input means. The input means includes navigation 
means for moving a marker in an active part of the display, e.g. see Fig. 3 below: 



1 "Factors that may be considered in determining level of ordinary skill in the art include (1) the 
educational level of the inventor; (2) type of problems encountered in the art; (3) prior art solutions to 
those problems; (4) rapidity with which innovations are made; (5) sophistication of the technology; 




F16.3 
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The shown navigation means is provided with a roller body and includes means 
for detecting the rolling and depression of the roller body and for providing control 
signals in response thereto. In an information input mode, the control unit moves the 
marker in the display in dependence on the rolling control signal and generates a pop- 
up window upon reception of the depression control signal, said pop-up window 
covering a part of the active display and containing operations which are allowed in a 
position defined by said marker. 

Diedrichsen teaches the use of lines, shading, or decoration on the border for 
indicating families of windows. If the user would like to use a particular tool producing 
data that directly affects the selected window, he can then easily find out which is the 
correct object related to the selected window, even if there are more instances of the 
same tool on the display. 

II. Obviousness and Analysis of Claimed Differences 

As to independent claim 1, Frederiksen describe(s): a computer-readable 
medium for a hand-held device ("...hand portable phone para. [0017]), the device 
capable of being held with one hand and having a button that is capable of being 
actuated by the hand holding the device ("...Hereby both the options normally present 
in the soft keys and the navigation of the cursor may be integrated in the roller body of 
the navigation means....," para. [0006]), the computer-readable medium having 
computer-executable instructions for performing steps comprising: receiving an 



and (6) educational level of active workers in the field." Environmental Designs, Ltd. v. Union Oil 
Co., 713 F.2d 693, 696, 218 USPQ 865, 868 (Fed. Cir. 1983), cert, denied, 464 U.S. 1043 (1984). 
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indication that a user has depressed the button ("...and a sensor operatively connected 
to the control unit for detecting the depression of the roller body; said control unit 
generating a pop-up window which includes a set of allowed operations and which 
covers a part of the display upon reception of a request provided by depressing the 
roller body....," para. [0012]); determining that the button has been depressed long 
enough to constitute a context menu gesture ("...detecting the depression of the roller 
body...," para. [0012]); and displaying a context menu on the device in response to the 
context menu gesture ("...generating a pop-up window para. [0012]), and continuing 
to display and highlight at least a portion of the window ("...The context sensitive pop- 
up window 46 covers a part of the active display, and it contains operations that are 
allowed in a position defined by the cursor 43 prior to the depression of the roller body 
20....," para. [0060]). 

Frederiksen differs from claim 1 in several regards. First, Frederiksen does not 
specifically teach "determining that a window border on the display is highlighted 
before displaying the context menu." Second, Frederiksen is silent as to the, "displaying 
a context menu comprising at least one command that is specifically relevant to the 
highlighted window border rather than another area within the window." 

However, Diedrichsen teaches determining that a window border on the display 
is highlighted before displaying the context menu ("Referring to step 735, the window 
manager sends a message to the selected window requesting it to access its data 
structure to determine the user interface objects related thereto; a parameter in the 
message indicates the action to be performed on the objects related to the selected 
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window."; col. 6, 11. 15-25). Diedrichsen additionally teaches "displaying a context menu 
comprising at least one command that is specifically relevant to the highlighted window 
border rather than another area within the window ("Those skilled in the art will 
appreciate that different visual cues can be used in order to facilitate association of 
related windows ; for example, different lines or decoration of the border can be used to 
denote the object related to the selected window.;" emphasis added, col. 6, 11. 34-40). 

It would have been obvious to one ordinary skill in the relevant field at the time 

the invention was made to utilize a determination that a window border on the display 

is highlighted before displaying the context menu and displaying a context menu 

comprising at least one command that is specifically relevant to the highlighted window 

border rather than another area within the window as taught in Diedrichsen with the 

teachings of Frederiksen because: common knowledge, the prior art as a whole, and the 

nature of the problem itself 2 suggested it: 

Displayed information corresponding to multiple applications 
which are simultaneously invoked and caused to operate is 
displayed in respective rectangular regions of the screen called 
windows... There may be several windows simultaneously 
present on the desktop with each window displaying information 
that is generated by a different application program. Each 
application program presents information to the user through its 
window by drawing images, graphics or text within the window 
region. 

(col. 1, 11. 20-30; see also, 



2 DyStar Textilfarben GmBH & Co. Deutschland KG v. C.H. Patrick Co., 464 F.3d 1356, 1361, 80 
USPQ2d 1641, 1645 (Fed. Cir. 2006) ("The motivation need not be found in the references sought to 
be combined, but may be found in any number of sources, including common knowledge, the prior art 
as a whole, or the nature of the problem itself.") 
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see also, 

Those skilled in the art will appreciate that different visual cues 
can be used in order to facilitate association of related windows; 
for example, different lines or decoration of the border can be 
used to denote the object related to the selected window. 

(col. 6, 11. 34-40). 

As to independent claim 5, Frederiksen describe(s): a method of producing a 
context menu on a display of a hand-held device ("...A context sensitive pop -up 
window...," para. [0121]), the method comprising: determining whether a user has 
manipulated a button on the hand-held device to satisfy a context menu gesture 
requirement ("...When the navigation and selection key 10 is pressed in this mode, the 
context sensitive pop-up window 46 will appear, and the processor 17 will only allow 
operations which are allowable in the present application and with the present cursor 
position to be displayed in the context sensitive pop-up window 46....." para. [0075]); 
and displaying a context menu if the context gesture requirement has been satisfied 
("...When the roller body 20 is depressed with the cursor 43 placed in the text, the 
processor starts displaying a context sensitive pop-up window including a number of 
selectable items or operations....," para. [0060]). 

Frederiksen differs from claim 1 because it does not clearly teach determining 
that a window border on the display is highlighted before displaying the context menu 
and displaying a context menu comprising at least one command that can be applied to 
the highlighted window border rather than an area within the window while displaying 
at least part of the highlighted window. 
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However, Diedrichsen teaches determining that a window border on the display 
is highlighted before displaying the context menu ("Referring to step 735, the window 
manager sends a message to the selected window requesting it to access its data 
structure to determine the user interface objects related thereto; a parameter in the 
message indicates the action to be performed on the objects related to the selected 
window."; col. 6, 11. 15-25). Diedrichsen additionally teaches "displaying a context menu 
comprising at least one command that is specifically relevant to the highlighted window 
border rather than another area within the window ("Those skilled in the art will 
appreciate that different visual cues can be used in order to facilitate association of 
related windows ; for example, different lines or decoration of the border can be used to 
denote the object related to the selected window.;" emphasis added, col. 6, 11. 34-40). 

It would have been obvious to one ordinary skill in the relevant field at the time 

the invention was made to utilize a determination that a window border on the display 

is highlighted before displaying the context menu and displaying a context menu 

comprising at least one command that is specifically relevant to the highlighted window 

border rather than another area within the window as taught in Diedrichsen with the 

teachings of Frederiksen because: common knowledge, the prior art as a whole, and the 

nature of the problem itself 3 suggested it: 

Displayed information corresponding to multiple applications 
which are simultaneously invoked and caused to operate is 
displayed in respective rectangular regions of the screen called 



3 DyStar Textilfarben GmBH & Co. Deutschland KG v. C.H. Patrick Co., 464 F.3d 1356, 1361, 80 
USPQ2d 1641, 1645 (Fed. Cir. 2006) ("The motivation need not be found in the references sought to 
be combined, but may be found in any number of sources, including common knowledge, the prior art 
as a whole, or the nature of the problem itself.") 
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windows, resembling a plurality of electronic paper sheets. 
There may be several windows simultaneously present on the 
desktop with each window displaying information that is 
generated by a different application program. Each application 
program presents information to the user through its window by 
drawing images, graphics or text within the window region. 

(col. 1, 11. 20-30). see also, 

Those skilled in the art will appreciate that different visual cues 
can be used in order to facilitate association of related windows; 
for example, different lines or decoration of the border can be 
used to denote the object related to the selected window. 

(col. 6, 11. 34-40). 

As to dependent claim 6, which depends from claim 5, Frederiksen further 
disclose(s): the method of claim 5 wherein the context menu gesture requirement 
comprises pressing the button for more than a required period of time ("...if no items 
are selected with a time-out of e.g. 5 seconds. If the user selects the "write message" 
item, the pop-up window will disappear and the background display will change from 
the "idle mode" display to the "text entry" display para. [0059]). 

As to dependent claim 7, which depends from claim 6, Frederiksen further 
disclose(s): the method of claim 6 wherein the context menu gesture requirement is not 
satisfied if the user presses and releases the button before the required period of time 
("...and the phone will return to this idle mode display if no items are selected with a 
time-out of e.g. 5 seconds....," para. [0059]). 

As to dependent claim 8, which depends from claim 6, Frederiksen further 
disclose(s): the method of claim 6 further comprising determining that a user has made 
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a selection gesture instead of the context menu gesture ("..Advantageously, the phone 
changes state upon the occurrence of the context sensitive pop-up window to a listing 
mode in which a plurality of allowable operations are listed in the pop-up window, and 
wherein said request providing input means changes functionality to a selection means 
which, when depressed, selects the operation marked by the cursor. Hereby the same 
key may be used for different types of navigation in dependence on the present mode of 
the phone....," para. [0010]). 

As to dependent claim 11. which depends from claim 1, Frederiksen further 
disclose(s): the computer-readable medium of claim 1 wherein the button may be 
rotated and wherein the computer-readable medium has additional computer- 
executable instructions for performing steps comprising highlighting the window border 
based on a rotation of the button ("...the cursor whose movement through information 
candidates is controlled by the rolling of the navigation key means, and said 
highlighted candidate being selectable for entering into the string of entered 
information by pressing the navigation key means....," para. [0011]). 

As to dependent claim 12, which depends from claim 5, Frederiksen further 
disclose(s): the method of claim 5 wherein the button may be rotated and wherein the 
method further comprises highlighting the window border based on a rotation of the 
button ("...Both the context sensitive pop-up window 46 and the ordinary menu item 
containing the pop-up window 40 may be escaped by moving the cursor 42 outside the 
borders of the window or by pressing the "clear" key 12. The phone will then go back to 
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the application related to the underlying display partly visible behind the pop-up 
window....," para. [0076]). 

Response to Arguments 

6. Applicant arguments, see pp. 5-8 filed 6/6/2007, with respect to the 35 
U.S.C. § 103(a) Rejections cited by the Examiner in the previous Office Action have 
been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
newly discovered prior art (i.e.. Frederiksen (U.S. Patent Application Publication No. 
US 2002/0080186 Al) in view of Diedrichsen (U.S. Patent No. 5,920,313 A), addressed 
above. 

7. Applicant's remaining arguments with respect to claims have been 
considered but are moot in view of the new 35 U.S.C. § 103(a) Rejections, addressed, 
above 

Conclusion 

8. All prior art made of record in this Office Action or as cited on form PTO- 
892 notwithstanding being relied upon, is considered pertinent to applicant's disclosure. 
Therefore, Applicant is required under 37 CFR §1. 111(c) to consider these references 
fully when responding to this Office Action. 

9. Any inquiry concerning this communication or earlier communications 
from the Examiner should be directed to Samir Termanini at telephone number is (571) 
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270-1047. The Examiner can normally be reached from 9 A.M. to 6 P.M., Monday 
through Friday. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Stephen S. Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Samir Termanini/ 
Examiner, Art Unit 2178 

/Stephen S. Hong/ 

Supervisory Patent Examiner, Art Unit 2178 



